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Disclaimer: Not Legal Advice
The information contained herein is provided for educational and informational purposes only, and should not be 
construed as legal advice or as an offer to perform legal services on any subject matter. The content of this presentation 
contains general information and may not reflect current legal developments or information. The information is not 
guaranteed to be correct, complete or current. The Law Offices of Omar Figueroa (“LOOF”) makes no warranty, 
expressed or implied, about the accuracy or reliability of the information in this presentation.

Recipients of content from this presentation should not act or refrain from acting on the basis of any information included 
herein without seeking appropriate legal advice on the particular facts and circumstances at issue from an attorney 
licensed in the recipient’s state. LOOF expressly disclaims all liability with respect to actions taken or not taken by the 
recipient based on any or all of the information or other contents of this presentation.

The transmission of this presentation, in whole or in part, does not constitute or create an attorney-client relationship 
between any recipients. Nothing herein is intended to create an attorney-client relationship and shall not be construed 
as legal advice. This is not an offer to represent you, nor is it intended to create an attorney-client relationship. The only 
way to become a LOOF client is through a mutual agreement in a formal letter. This presentation is not soliciting clients 
and does not propose any type of transaction.
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About the Speakers
Omar Figueroa is the Founder and Principal Attorney of the Law Offices of Omar Figueroa, 

one of the leading cannabis licensing, regulatory compliance, and intellectual property law 

firms in California.  Omar  frequently speaks at cannabis events and has taught dozens of 

continuing legal education (CLE) seminars related to cannabis law and legal ethics. 

Omar is a Director of the National Cannabis Industry Association, the California Cannabis 

Tourism Association, and the Sebastopol Center for the Arts.  He is also a Chapter Leader of 

the Sonoma County ACLU Chapter. 

 He is also a Founding Lifetime Member and former Director of the International Cannabis 

Bar Association, a Lifetime Member of the NORML Legal Committee, and recognized with 

the rare Distinguished Counsel’s Award by NORML. 

Omar is the author of numerous legal reference works on California Cannabis Laws and 

Regulations as well as New York Cannabis Laws and Regulations. 

Omar is a graduate of Yale College, Stanford Law School, and the Trial Lawyers College. He 

has also completed an Executive Education program for directors of corporate boards at the 

Wharton School in Philadelphia. 

As a member of the prestigious Ganjier Council, Omar collaborated with cannabis luminaries 

in developing a curriculum for training cannabis  sommeliers as well as a Systematic 

Assessment Protocol (SAP) for judging fine cannabis.
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http://www.omarfigueroa.com/
https://thecannabisindustry.org/board-members/omar-figueroa/
https://cannabistourismca.org/board/
https://cannabistourismca.org/board/
https://www.canbar.org/
https://www.canbar.org/
https://lawyers.norml.org/california
https://norml.org/about/events/item/distinguished-counsel-awards
https://www.omarfigueroa.com/california-book/
https://www.omarfigueroa.com/california-book/
https://www.omarfigueroa.com/new-york-book/
https://www.ganjier.com/about/
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About the Speakers
Lauren Mendelsohn is a Senior Associate Attorney at the Law Offices of Omar 

Figueroa, a boutique Sonoma County-based law firm focusing on the cannabis and 

hemp industries. She is an activist at heart who enjoys helping individuals and 

businesses navigate regulatory regimes and the criminal justice system. She was 

named a 2020 and 2021 Northern California Rising Star by Super Lawyers®. 

Lauren focuses on cannabis permitting and licensing, regulatory compliance, 

business formations and transactions, intellectual property, government relations, 

and post-conviction relief. She formerly chaired the Board of Directors of 

Students for Sensible Drug Policy (SSDP), an international non-profit aimed at 

ending the counterproductive “War on Drugs.” 

Lauren currently sits on the Board of Directors of the International Cannabis Bar 

Association and the Sonoma County Growers Alliance. Lauren earned her J.D. 

from the University of California, Irvine School of Law and her B.S. in Psychology  

from the University of Maryland.
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https://ssdp.org/
https://canbar.org/
https://canbar.org/
https://www.scgalliance.com/
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Outline

● Introduction to Intellectual Property
● Copyrights
● Trademarks
● Trade Secrets
● Patents
● Appellations of Origin
● City of Origin, County of Origin, and City & County of Origin
● OCal (comparable-to-organic)
● Intellectual Property Holding Companies
● Q & A
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Introduction to 
Intellectual Property
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Introduction to Intellectual Property (IP)

According to the World Intellectual Property Organization (WIPO), “Intellectual Property (IP) 
refers to creations of the mind such as:

● Inventions
● Literary and artistic works
● Designs, and
● Symbols, names and images used in commerce.

Avoid infringing on someone else’s IP if you want to avoid litigation.
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Copyrights
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Copyrights

● Article 1, section 8, clause 8 of the United States Constitution give Congress 
the powers to enact laws to “promote the progress of science and useful arts, 
by securing for limited times to authors and inventors the exclusive right to 
their respective writings and discoveries.”

● According to the US Copyright Office, “Copyright is a type of intellectual 
property that protects original works of authorship as soon as an author fixes 
the work in a tangible form of expression.” 

● According to WIPO, copyright (or author’s right) is a legal term used to describe 
the rights that creators have over their literary and artistic works.

● Use of © symbol
9
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Copyrights
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Although the laws and regulations themselves cannot be copyrighted,  a carefully curated 
compendium of the laws and regulations can be copyrighted.  The creative selection and arrangement 
of the materials is copyrightable as a compilation.  
Infringement: cannot sue if material is not registered with the U.S. Copyright Office.



Trademarks
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Trademarks & Service Marks

● At the state level, trademarks (and service marks) indicating the source 
of the goods in lawful commerce can be registered, usually with the 
Secretary of State.  

● For example, the California Secretary of State registers cannabis 
trademarks as long as the marks are used in lawful commerce in 
California.  California law does not allow for intent-to-use registrations or 
certification mark registrations.

● At the federal level, the US Patent and Trademark Office (USPTO) does 
not register trademarks for cannabis, but does register trademarks for 
hemp, defined as “the plant Cannabis sativa L., with a 
delta-9-tetrahydrocannabinol (THC) concentration of not more than 0.3 
percent on a dry weight basis.” This is because a mark must be legally 
used  in  interstate commerce in order to be eligible for registration.

● Symbols:    ®     TM      SM 12
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USPTO: Trademarks & Certification Marks
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Issues Involving Cannabis Trademarks
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Trade Secrets
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Trade Secrets

● California law defines a trade secret as: “information, including a formula, 
pattern, compilation, program, device, method, technique, or process, that:
(1) Derives independent economic value, actual or potential, from not being 
generally known to the public or to other persons who can obtain economic 
value from its disclosure or use; and
(2) Is the subject of efforts that are reasonable under the circumstances to 
maintain its secrecy.”

California Uniform Trade Secrets Act, codified at Civil Code § 3426.1. 
● Trade secrets can include client lists, secret formulas, or secret recipes.
● Famous trade secrets: Google search algorithm, recipe for Coca-Cola
● Trade secrets are not registered; registration would destroy the secret.
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Trade Secrets

Trade secrets are also protected under federal law pursuant to the Defend Trade Secrets Act of 2016 (DTSA). 
The definition of a “trade secret” in the DTSA protects all types of proprietary information as long as 
reasonable measures are taken to keep such information secret and the information derives independent 
economic value from not being generally known:

the term “trade secret” means all forms and types of financial, business, scientific, technical, 
economic, or engineering information, including patterns, plans, compilations, program devices, 
formulas, designs, prototypes, methods, techniques, processes, procedures, programs, or 
codes, whether tangible or intangible, and whether or how stored, compiled, or memorialized 
physically, electronically, graphically, photographically, or in writing if—
(A)the owner thereof has taken reasonable measures to keep such information secret; and
(B)the information derives independent economic value, actual or potential, from not being 
generally known to, and not being readily ascertainable through proper means by, another 
person who can obtain economic value from the disclosure or use of the information

Implementing a comprehensive trade secret protection program buttressed by NDA’s, etc. is critical.

17

https://www.law.cornell.edu/definitions/uscode.php?width=840&height=800&iframe=true&def_id=18-USC-1484837652-1439925513&term_occur=999&term_src=title:18:part:I:chapter:90:section:1839


Patents
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Introduction to Patents 

● According to USPTO, “A patent for an invention is a grant of a property right to 
the inventor, issued by the United States Patent and Trademark Office.  
Generally, the term of a new patent is 20 years from the application filing date.  

● The right conferred by the grant of the patent is, in the language of the statute 
and of the grant itself, “the right to exclude others from making, using, offering 
for sale, or selling” the invention in the United States, or “importing” the 
invention into the United States.  

● What is granted is not the right to make, use, offer for sale, sell or import, but the 
right to exclude others from making, using, offering for sale, or importing the 
invention.
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Types of Patents 

There are three types of patents:

1) Utility patents may be granted to anyone who invents or 
discovers any new and useful process, machine, article of 
manufacture, or composition of matter, or any new and useful 
improvement thereof;

2) Design patents may be granted to anyone who invents a 
new, original, and ornamental design for an article of 
manufacture; and

3) Plant patents may be granted to anyone who invents or 
discovers and asexually reproduces any distinct and new 
variety of plant.
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Patents: Plant Patents (Asexually Reproduced)

Limited scope of protection of plant patents: the protection is limited to asexual 
reproduction (cannot be asexually reproduced or cloned without permission).  
Provides no protection against unauthorized sexual reproduction (via pollination).
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Patents: Utility Patents

Utility Patents Offer Greatest Protection
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Appellations of Origin
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Appellations of Origin

● California law requires the Department of Food and Agriculture (CDFA) to  
“establish a process by which licensed cultivators may establish appellations of 
origin, including standards, practices, and cultivars applicable to cannabis 
produced in a certain geographical area in California.”  Business & Professions 
Code § 26063(b).

● These appellations of origin are terroir-based.  “An appellation of origin shall not 
be approved unless it requires the practice of planting in the ground in the 
canopy area and excludes the practices of using structures, including a 
greenhouse, hoop house, glasshouse, conservatory, hothouse, and any similar 
structure, and any artificial light in the canopy area.”  § 26063(c).
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Appellations of Origin
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Petition to Establish an Appellation of Origin

● Description of name and history of the proposed appellation of origin, including an 
explanation of how the name has been used in the geographical area covered by the 
proposed appellation of origin

● Maps and narrative description of boundary  
● Narrative description of the distinctive geographical features affecting cannabis production
● Identification of at least one specific standard, practice, or cultivar requirement which acts 

to preserve the causal link(s) between one or more distinctive geographical feature(s) and 
the cannabis, including:
○ Description of the mechanism by which the requirement preserves or maintains the 

causal link, and
○ A clear distinction between cultivation methods which are allowed and prohibited 

under each requirement
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City of Origin, County of 
Origin, and City & County 
of Origin
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City of Origin, County of Origin & 
City and County of Origin
● California law requires the Department of Food 

and Agriculture (CDFA) to  “establish a process by 
which a licensed cultivator may designate a 
county, city, or city and county of origin for 
cannabis.”  Business & Professions Code § 
26063(a).

● “To be eligible for the designation, 100 percent of 
the cannabis shall be produced within the 
designated county, city, or city and county, as 
defined by finite political boundaries.
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OCal 
comparable-to-organic
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OCal comparable-to-organic

● OCal is a statewide certification program 
that establishes and enforces 
comparable-to-organic cannabis standards. 

● The OCal Program is intended to ensure 
that cannabis products bearing the OCal 
seal have been certified to consistent, 
uniform standards comparable to the 
National Organic Program.
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OCal comparable-to-organic
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Intellectual Property (IP)
Holding Companies
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Intellectual Property Holding Companies
IP holding companies hold and 
actively manage IP assets (copyrights, 
trademarks, trade secrets, utility 
patents, plant patents, etc.) 
In IP talk, assignment = sale, and 
license = rental.
IP assets are assigned to the IP 
Holding Company, which then licenses 
the IP assets to operating companies; 
these operating companies use the IP 
assets to run the business.
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Example: IP Holding Company
The top secret recipe for the world’s most delicious 
cannabis-infused chocolate chip cookies is owned 
by a fictitious IP Holding Company named  
YumNom Holdings.
YumNom Holdings licenses this valuable trade 
secret to an operating company, which happens to 
be a licensed cannabis manufacturing facility in 
California.
The operating company (IP licensee) uses the top 
secret recipe and ends up with a best-selling 
product. 
In exchange for the IP license, the operating 
company pays royalties to YumNom Holdings.
Imagine licensees in other states, and all over the 
world! Would royalty payments multiply?
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Avoid “naked” licenses.  Control quality.



Q & A
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Thank you!
California Headquarters

Lauren Mendelsohn & Omar Figueroa
The Law Offices of Omar Figueroa, Inc.

7770 Healdsburg Ave.
Sebastopol, CA, 95472

(707) 829-0215
info@omarfigueroa.com 
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New York Office

Andrew Kingsdale, Esq., licensed in CA & NY
The Law Offices of Omar Figueroa, Inc., P.C.

159 20th Street, #1B-12
Brooklyn, NY 11232-1254

(212) 931-0420
NewYork@omarfigueroa.com

www.omarfigueroa.com 

ATTORNEY ADVERTISING: Omar Figueroa and Lauren Mendelsohn are the attorneys responsible for this advertisement. 
Prior results do not guarantee a similar outcome.
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